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APPEAL BRIEF PURSUANT TO 37 C.F.R. S 41.37 


Sir: 


The final rejection of claims 1-23 is hereby appealed. 


I. 


REAL PARTY IN INTEREST 


The real party in interest is the Schlimiberger Technology Corporation. 


II. RELATED APPEALS AND INTERFERENCES 


None. 
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III. 


STATUS OF CLAIMS 


Claims 1-23 have been finally rejected and are subject of this appeal. 


STATUS OF AMENDMENTS 


No amendments have been submitted after final. 


V. 


SUMMARY OF CLAIMED SUBJECT MATTER 


The following provides a concise explanation of the subject matter defined in each of the 

independent claims involved in the appeal, referring to the specification by page and line number 

and to the drav^ings by reference characters, as required by 37 C.F.R. § 41.37(c)(l)(v). Each 

element of the claims is identified by a corresponding reference to the specification and drawings 

where applicable. Note that the citation to passages in the specification and drawings for each 

claim element does not imply that the limitations from the specification and drawings should be 

read into the corresponding claim element. 

hidependent claim 1 recites an apparatus for use in a well having at least three zones (Fig. 
1:102, 104, 106; Specification, If [0009]), comprising: 

at least three sand control assemblies (Fig. 1:114, 116, 118) for positioning 
proximal respective zones (Spec, ^ [0010]); 

a flow assembly defining at least three flow conduits (Fig. 1:108, 110, 112) to 
respectively communicate with the at least three zones (Spec, H [0010]) 

wherein each of at least two of the flow conduits includes an annular path (Spec, 
Tit [0012, 0013]); and 

at least three flow control devices (Fig. 1:134, 136, 138) to respectively control 
flow of the at least three flow conduits (Spec, Yli [0015-0021]). 
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Independent claim 9 recites a system for use in a well having at least three zones (Fig. 
1:102, 104, 106), comprising: 

a production tubing (Spec, HH [0020, 0026]); and 

at least three sand control assemblies (Fig. 1:114, 116, 118) for positioning 
proximal respective zones (Spec, ^ [0010]); 

a flow assembly having at least three flow conduits (Fig. 1:108, 110, 112) to 
respectively communicate with the at least three zones, the flow assembly having a first 
tube (Fig. 2B:106), wherein a first one of the flow conduits includes an inner bore of the 
first tube (Spec, ^ [0022]), a second one of the flow conduits includes a first annular path 
(Fig. 2C:214) around the first tube (Spec, t [0023]), and a third one of the flow conduits 
includes a second annular path (Fig. 2B:220) around the first annular path (Spec, If 
[0024]); and 

at least three flow control devices (Fig. 1:134, 136, 138) to respectively control 
flow between the at least three flow conduits and the production tubing (Spec, T|t [0015- 
0021]). 

Independent claim 20 recites a method of controlling fluid flow in a well having 
at least three zones (Fig. 1:102, 104, 106), comprising: 

providing a flow assembly having at least three conduits (Fig. 1 :108, 110, 1 12) to 
communicate with the at least three zones, wherein a second one of the conduits (Fig. 
1:110) comprises a first annular path (Fig. 2C:214) around a first one of the conduits 
(Fig. 1:108, Spec, [0022-0023]), and a third one of the conduits (Fig. 1:112) 
comprises a second aimular path (Fig. 2B;230) around the first annular path (Spec, ^ 
[0024]); 

positioning sand control equipment (Fig. 1:114, 116, 118) proximal the at least 
three zones (Spec, ^ [0010]); and 

remotely controlling flow control devices (Fig. 1:134, 136, 138) to control fluid 
flow through the at least three flow conduits (Spec, TJ [0018]). 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

A. Claims 1-18, 20 and 21 were rejected under 35 U.S.C. § 103 over U.S. Patent 
No. 6,227,298 (Patel '298). 

B. Claim 19, 22, and 23 were rejected under 35 U.S.C. § 103 over U.S. Patent 
No. 6,227,298 (Patel '298) in view of U.S. Patent No. 6,302,216 (Patel '216). 
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VII. ARGUMENT 

A. Claims 1-18, 20 and 21 were rejected under 35 U.S.C. § 103 over U.S. Patent 
No. 6,227,298 (Patel *298). 

Each of independent claims 1, 9, and 20 was rejected as being obvious over Patel '298 

alone. It is respectfiiUy submitted that the Office Action has failed to establish a prima facie case 
of obviousness for at least the reason that no motivation or suggestion existed to modify Patel 
'298 to achieve the claimed subject matter. See M.P.E.P. § 2143 (8^^ ed., Rev. 3), at 2100-135. 

It is well established law that the "PTO has the biurden under section 103 to establish a 
prima facie case of obviousness." In re Fine, 837 F.2d 1071, 1074, 5 U.S.P.Q.2d 1596 (Fed. Cir. 
1988). The PTO "can satisfy this burden only by showing some objective teaching in the prior 
art or that knowledge generally available to one of ordinary skill in the art would lead that 
individual to combine the relevant teachings of the references. Id. The Examiner has clearly not 
satisfied the burden required for a prima facie case of obviousness. 

As conceded by the Examiner, Patel '298 does not disclose all of the subject matter of 
claim 1. 3/9/2006 Office Action at 2. Specifically, Appellant respectfiiUy submits that Patel 
'298 does not disclose or suggest that each of at least two of the three flow conduits includes an 
annular path. Although Patel '298 does state that fiirther embodiments may include multiple 
valves for use with more than two zones (Patel '298, 2:24-27), Patel '298 does not disclose or 
suggest that the addition of flow conduits would include another annular path. In other words. 
Appellant respectfiiUy submits that Patel '298 does not suggest a flow assembly defining at least 
three flow conduits to respectively communicate with at least three zones, where each of at least 
two of the flow conduits includes an annular path. 

Using the benefit of impermissible hindsight reconstruction, the Examiner stated that "it 
would be advantageous to. have at least sand control assembUes, flow conduits and flow control 
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devices when using the apparatus in a system [sic] at least three zones of interest and to have a 
second annular path for the third flow conduit to ensure the isolation of the zone " and that 
therefore, "it would be obvious to one of ordinary skill in the art at the time of the invention to 
modify the apparatus disclosed [sic] by Patel ['298] to have at least three sand control 
assemblies, flow conduits and flow control devices and a second annular path." 3/9/2006 Office 
Action 2-3. This logic for supporting the obviousness rejection of the claims over Patel '298 
does not rely on any objective evidence, but rather relies upon speculation on the part of the 
Examiner. What the Examiner failed to appreciate is the complexity of completion hardware 
associated with completing a well with muhiple zones, particularly when sand control has to be 
performed. See Specification, \ [0002]. By using a flow control assembly according to some 
embodiments of the invention, convenient placement of flow control devices in conjunction with 
sand control equipment can be accomplished. Id, at \ [0030]. Except for a mere reference in 
Patel '298 that multiple valves can be used with more than two zones, the Examiner has failed to 
cite to any objective evidence that would have suggested a modification of Patel '298 to provide 
a second annular path in the context of the claimed subject matter. As consistently warned by 
the courts, "[i]t is impermissible to use the claimed invention as an instruction manual or 
'template' to piece together the teachings of the prior art so that the claimed invention is 
rendered obvious. In re FritcK 972 F.2d 1260, 1266, 23 U.S.P.Q.2d 1780 (Fed. Cir. 1992). That 
appears to be exactly what has been performed here, with the present invention used as a 
template for the purpose of modifying Patel '298, where no objective evidence has been cited to 
support the allegation by the Examiner that it would be obvious to modify Patel '298 to 
incorporate the second annular path recited in the claims. 
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In the Reply to Office Action that was submitted by Appellant on Nov. 2, 2005, 
Appellant specifically requested production of a reference that would have suggested a 
modification of Patel '298 to achieve the claimed invention. Despite this request, no such 
reference has been cited by the Examiner. Since the Examiner is unable to cite to specific 
objective evidence that would have provided the suggestion or motivation to modify Patel '298, 
it is respectfiiUy submitted that a prima facie case of obviousness has not been established. 

For the foregoing reasons, reversal of the final rejection of the above claims is 
respectfiiUy requested.\ 

B. Claim 19, 22, and 23 were rejected under 35 U.S.C. § 103 over U.S. Patent No. 
6,227,298 (Patel '298) in view of U.S. Patent No. 6,302,216 (Patel '216). 

In view of the allowability of base claims over Patel '298, it is respectfiiUy submitted that 
the obviousness rejection of claims 19, 22, and 23 over Patel '298 and Patel '216 has been 
overcome. 
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VIII. CONCLUSION 


In view of the foregoing, reversal of all final rejection and allowance of all pending 


claims is respectfully requested. 


Respectfully submitted. 


Date: 



Registration No. 40,025 
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APPENDIX OF APPEALED CLAIMS 


The claims on appeal are: 

1 . An apparatus for use in a well having at least three zones, comprising: 

at least three sand control assembHes for positioning proximal respective zones; 
a flow assembly defining at least three flow conduits to respectively communicate 

with the at least three zones, 

wherein each of at least two of the flow conduits includes an annular path; and 
at least three flow control devices to respectively control flow of the at least three 

flow conduits. 

2. The apparatus of claim 1, wherein the flow assembly includes a first tube having 
an irmer bore, a first one of the flow conduits including the inner bore of the first tube. 

3. The apparatus of claim 2, wherein the flow assembly further includes a second 
tube having a diameter larger than that of the first tube, 

wherein a first armular path is defined between the first and second tubes, a 
second one of the flow conduits including the first annular path. 

4. The apparatus of claim 3, wherein the flow assembly further includes a third tube 
having a diameter larger than that of the second tube, 

wherein a second aimular path is defined between the second and third tubes, a 
third one of the flow conduits including the second annular path. 

5. The apparatus of claim 4, wherein a first one of the flow control devices includes 
a ball valve, the ball valve to control fluid communication between the first flow conduit and a 
flow path. 

6. The apparatus of claim 5, wherein a second one of the flow control devices 
includes a first sleeve valve, the first sleeve valve to control fluid communication between the 
second flow conduit and the flow path. 
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7. The apparatus of claim 6, wherein a third one of the flow control devices includes 
a second sleeve valve, the second sleeve valve to control fluid communication between the third 
flow conduit and the flow path. 

8. The apparatus of claim 1, wherein the sand control assembly each includes at 
least one sand screen. 

9. A system for use in a well having at least three zones, comprising: 
a production tubing; and 

at least three sand control assemblies for positioning proximal respective zones; 

a flow assembly having at least three flow conduits to respectively communicate 
with the at least three zones, the flow assembly having a first tube, wherein a first one of the flow 
conduits includes an inner bore of the first tube, a second one of the flow conduits includes a first 
annular path around the first tube, and a third one of the flow conduits includes a second annular 
path around the first annular path; and 

at least three flow control devices to respectively control flow between the at least 
three flow conduits and the production tubing. 

10. The system of claim 9, wherein the flow assembly includes a second tube, the first 
and second tubes defining the first annular path. 

11. The system of claim 10, wherein the flow assembly fiuther includes a third tube, 
the second and third tubes defining the second annular path. 

12. The system of claim 11, wherein the first tube has a first diameter, the second 
tube has a second diameter greater than the first diameter, and the third tube has a third diameter 
greater than the second diameter. 

13. The system of claim 12, wherein at least portions of the first, second, and third 
tubes have a common axis. 
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14. The system of claim 9, wherein the flow control device to control flow between 
the first flow conduit and the production tubing comprises a ball valve. 

15. The system of claim 14, wherein the flow control device to control flow between 
the second flow conduit and the production tubing comprises a first sleeve valve. 

16. The system of claim 15, wherein the flow control device to control flow between 
the third flow conduit and the production tubing comprises a second sleeve valve. 

17. The system of claim 16, wherein the third flow conduit further comprises a well 
annular region, the second sleeve valve to control fluid communication between the well annular 
region and the production tubing. 

18. The system of claim 9, wherein the flow control devices are remotely actuatable. 

19. The system of claim 18, wherein the flow control devices are actuatable by at 
least one of electrical signals and fiber optic signals. 

20. A method of controlling fluid flow in a well having at least three zones, 
comprising: 

providing a flow assembly having at least three conduits to communicate with the 
at least three zones, wherein a second one of the conduits comprises a first annular path around a 
first one of the conduits, and a third one of the conduits comprises a second annular path around 
the first annular path; 

positioning sand control equipment proximal the at least three zones; and 
remotely controlling flow control devices to control fluid flow through the at least 
three flow conduits. 
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2L The method of claim 20, wherein providing the flow assembly comprises 
providing first, second, and third tubes, the first conduit comprising an inner bore of the first 
tube, the first annular path defined between the first tube and the second tube, and the second 
annular path defined between the second tube and the third tube. 

22. The method of claim 20, wherein remotely controlling the flow control devices 
comprises remotely controlling with at least one of electrical signals and fiber optic signals. 

23. The apparatus of claim 1, wherein the flow control devices are actuatable by at 
least one of electrical signals and fiber optic signals. 
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EVIDENCE APPENDIX 


None 
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RELATED PROCEEDINGS APPENDIX 


None 
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